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DETAILED ACTION 



1 . This Office Action is in response to the application filed on December 14, 2004. 

2. Claims 1-37 are presented for examination. 

Oath/Declaration 

3. The Office acknowledges receipt of a properly signed Oath/Declaration filed on July 15, 
2005. 

Information Disclosure Statement 

4. The applicants' Information Disclosure Statement, filed December 14, 2004 has been 
received, entered into the record, and considered. See attached form PTO 1449. 

Specification 

The abstract of the disclosure does not commence on a separate sheet in accordance with 
37 CFR 1.52(b)(4). A new abstract of the disclosure is required and must be presented on a 
separate sheet, apart from any other text. 



5. 



Claim Objections 

Claims 18, 21, and 33 are objected to because of the following informalities: 
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Re claim 18, the applicant is advised to rewrite the phrase "The control server of claim 17 
wherein the chat control is constructed ..." in line 1 as "The control server of claim 17 wherein 
the chat controller is constructed ..." for clarification. 

Re claim 21, the applicant is advised to remove or delete duplicated phrase "each user" in 

line 8. 

Re claim 33, the applicant is notified that claim 33 has the exact same limitations as cited 
in claim 18. Thus, claim 33 is a duplicated claim of claims 18. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claim 22 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Re claim 22 contains the trademark/trade name Flash. Where a trademark or trade name 
is used in a claim as a limitation to identify or describe a particular material or product, the claim 
does not comply with the requirements of 35 U.S.C. 1 12, second paragraph. See Ex parte 
Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or 
trade name cannot be used properly to identify any particular material or product. A trademark 
or trade name is used to identify a source of goods, and not the goods themselves. Thus, a 
trademark or trade name does not identify or describe the goods associated with the trademark or 
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trade name. In the present case, the trademark/trade name is used to identify/describe Flash 
program and, accordingly, the identification/description is indefinite. 

Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

9. Claims 11-20, 30-33, and 37 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 1 1-20, 30-33, and 37 cite a control server for enabling intercommunication among 
a plurality of user accessing the same Internet web page. In order for claims to be statutory, 
claims must either include a practical application at useful end or a concrete, useful, and tangible 
result. However, claims 1 1-20, 30-33, and 37 merely disclose a signal generator for generating a 
plurality of signals to client computers over the network in software, which is considered as 
software pro-se and does not have tangible result. Therefore, claims 1 1-20, 30-33, and 37 are 
directed to non-statutory subject matter. 

Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
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international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

11. Claims 1-7, 11-17, 21, 26-28, 30-32, and 34-35 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Noma et al. (Hereafter, Noma) U.S. Patent 6,954,902. 

Re claim 1 , Noma discloses in Figure 1 a method for enabling intercommunication 
among a plurality of users (e.g. client computers 2-1 and 2-2) accessing the same Internet web 
page (e.g. Internet 3), each user accessing the Internet through a respective client computer 
(Figure 1 ; col. 4 lines 31-37), the web page operating on a content server computer (e.g. www 
server 1 1), the method comprising the steps of, when a first user requests intercommunication 
service via a first client computer (e.g. client computer 2-1, col. 4 lines 46-49): sending fi-om a 
control server (e.g. chat server 12) to the first client computer a first signal which creates on the 
first client computer's display of the web page a resident animated character (e.g. shared data 
initiate from server to client showing the behaviors of avatar 23a; col. 5 lines 48-61) which the 
first user controls the appearance (e.g. the avatar 23a is shrinking before vanishing, col. 7 lines 
33-35), position (e.g. XY coordinates of the avatar 23a, col. 6 lines 31-33), movement (e.g. 
movement of the avatar 23a, col. 6 lines 65 through col. 7 lines 4), and any multimedia output 
produced by the resident character (e.g. the balloons showing texts of utterances of the user on 
top of the avatar 23a, col. 6 lines 45-47); and sending from the control server to the first client 
computer a second signal which creates on the first client computer's display of the web page a 
visitor animated character (e.g. shared data initiate fi"om server to client showing the behaviors of 
avatar 23b as shown in Figure 4a and col. 5 lines 48-61) wliich is entirely out of the first user's 
control (e.g. each of the avatar 23a and 23b is controlling by each client computer), the control 
server controlling at least the appearance, position, movement, and any multimedia output 
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produced by the visitor character in accordance with a signal received by the control server from 
a second client computer (e.g. the appearance, position, movement, and multimedia out is depend 
upon the shared data is transmitted by the client computer by way of chat server, col. 12 lines 38- 
45; col. 6 lines 31-47; col. 7 lines 33-35; and col. 8 lines 37-61). 

Re claim 2, Noma further discloses the first and second signals install first and second 
computer subprograms (e.g. computer-executable codes, col. 1 1 lines 65 through col. 12 lines 2, 
and col. 15 claim 19) which are executed on the first user's presentation of the web page, the first 
computer subprogram including a login process which initiates the resident character (e.g. Noma 
teaches computer-executable codes including a login process which display the icon (e.g. 
resident character or avatar 23) on the user display and displaying a message issued by user , 
accessing a same page which is transmitted to the client computer. Figure 13, col. 12 lines 30-45 
and col. 15 claim 19) and a client listening process which remains on the first client computer 
and responds to incoming signals fi'om the control server (e.g. the process of receiving and 
responding to message between avatars 23a and 23b as seem in figure 4a by way of a chat server, 
col. 12 lines 30-45; and col. 15 claim 19). 

Re claim 3, Noma further discloses the second signal creates a plurality of visitor 
characters, each controlled by the control server in accordance with a signal received from a 
different client computer (Figure 12 disclose a plurality of a numbers of users participate in a 
chat through the same web page and each of these character is controlled by a different user 
participants, col. 7 lines 60 through col. 8 lines 3). 

Re claim 4, Noma further discloses the step of operating a listening process on the control 
server (e.g. chat server) which is responsive to a signal received from any client computer (e.g. 
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chat server receive a share data (e.g. signal) shov^ing a text of a chat and a behavior of an avatar 
or the like from client computer 2 and transmits a text of a chat and this shared data showing the 
behaviors of avatars and the like to all the participants in the chat session, col. 5 lines 56-61). 

Re claim 5, Noma further discloses when the received signal is indicative of a change in 
appearance, position, movement, or any multimedia output (e.g. behavior of an avatar or the like) 
produced by the character corresponding to one of the users, generating a control signal 
representing the change and sending the control signal to the client computers of the users other 
than the one user (e.g. chat server receive a share data (e.g. signal) showing a text of a chat and a 
behavior of an avatar or the like from client computer 2 and transmits a text of a chat and this 
shared data showing the behaviors of avatars and the like to all the participants in the chat 
session, col. 5 lines 56-61). 

Re claim 6, Noma further discloses when one of the other users receives the control 
signal, that user's representation of the character corresponding to the one user is changed 
accordingly (col. 6 lines 65 through col. 7 lines 4). 

Re claim 7, Noma further discloses the control server opens a new chat room when an 
initial user requesting intercommunication enters a web page (e.g. figure 14 show that user can 
initiate the chat room by entering the appropriate participant that the user want to chat with, col. 
9 lines 14-25) or when all existing chat rooms corresponding to the web page are full. 

Re claim 1 1 , it is a machine claim of claim 1 . Thus, claim 1 1 is also rejected in the same 
rationale as cited in the rejection of rejected claim 1. 

Re claim 12, it is a machine claim of claim 2, Thus, claim 12 is also rejected in the same 
rationale as cited in the rejection of rejected claim 2. 
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Re claim 13, it is a machine claim of claim 3. Thus, claim 13 is also rejected in the same 
rationale as cited in the rejection of rejected claim 3. 

Re claim 14, it is a machine claim of claim 4. Thus, claim 14 is also rejected in the same 
rationale as cited in the rejection of rejected claim 4. 

Re claim 15, it is a machine claim of claim 5. Thus, claim 15 is also rejected in the same 
rationale as cited in the rejection of rejected claim 5. 

Re claim 16, it is a machine claim of claim 6. Thus, claim 16 is also rejected, in the same 
rationale as cited in the rejection of rejected claim 6. 

Re claim 17, it is a machine claim of claim 7. Thus, claim 17 is also rejected in the same 
rationale as cited in the rejection of rejected claim 7. 

Re claim 21, Noma discloses a method for enabling communication between users 
accessing a web page on a computer network (e.g., Figure 1), each user being connected to the 
network through a respective client computer (e.g., client computer 2-1) using an operating 
system which produces multilayer window images on a computer screen (e.g.. Figure 4a), the 
web page operating on a content server computer connected to the network, said method 
comprising the steps of: creating at least one transparent layer over the display of the web page 
on the users' computers (e.g., figure 4a, a chat layer 21 display being superposed on the HTML 
display layer 22 which represent as the transparent layer, col. 6 lines 36-44); introducing for each 
user each user an animated character object (e.g., avatar icons 23a and 23b) on the at least one 
transparent layer (col. 6 lines 26-35); providing code with each character permitting the 
corresponding user to control at least one of appearance (e.g. the avatar 23a is shrinking before 
vanishing, col. 7 lines 33-35), position (e.g. XY coordinates of the avatar 23a, col. 6 lines 31-33), 
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movement (e.g. movement of the avatar 23a, col. 6 lines 65 through col. 7 lines 4), and any 
multimedia output produced by produced by the respective character (e.g. the balloons showing 
texts of utterances of the user on top of the avatar 23a, col. 6 lines 45-47, and wherein each of the 
control point is provided by information sharing processing program in which comprising an 
computer executable code configure to display icon, col. 15 claim 19); providing a control server 
(e.g. chat server) on the network which is in communication with the client computers and relays 
communications between them (e.g. chat server receive a share data shoving a text of a chat and 
a behavior of an avatar or the like from client computer 2 and transmits a text of a chat and this 
shared data showing the behaviors of avatars and the like to all the participants in the chat 
session, col. 5 lines 56-61 and col. 12 lines 38-45); whereby a chat room for the two users is 
created over the web page (Figure 4a discloses avatar icons 23a and 23b is performing chatting 
message 25a and 25b over the web page, in which avatar icons 23a and 23b is representing the 
client computer 2-1 and client computer 2-2 of figure 1). 

Re claim 26, it has the same limitation as cited in claim 3. Thus, claim 26 is also rejected 
in the same rationale as cited in the rejection of rejected claim 3. 

Re claim 27, it has the same limitation as cited in claim 4. Thus, claim 27 is also rejected 
in the same rationale as cited in the rejection of rejected claim 4. 

Re claim 28, it has the same limitation as cited in claim 7. Thus, claim 28 is also rejected 
in the same rationale as cited in the rejection of rejected claim 7. 

Re claim 30, it is a machine claim of claim 3. Thus, claim 30 is also rejected in the same 
rationale as cited in the rejection of rejected claim 3. 
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Re claim 31, it is a machine claim of claim 4. Thus, claim 31 is also rejected in the same 
rationale as cited in the rejection of rejected claim 4. 

Re claim 32, it is a machine claim of claim 7. Thus, claim 32 is also rejected in the same 
rationale as cited in the rejection of rejected claim 7. 

Re claim 34, Noma further teaches the step of creating a storage facility in which a 
character may leave a message for another character (Figure 13 coL 8 lines 41-61). 

Re claim 35, Noma further teaches the communications relayed by the control server 
include at least one of: a user's modification of the appearance or position of his character a 
user's movement of his character; and a user's creation of multimedia output through his 
character (e.g. chat server receive a share data a behavior of an avatar or the like from client 
computer 2 and transmits (e.g., relay) this shared data showing the behaviors of avatars and the 
like to all the participants in the chat session, col. 5 lines 56-61, col. 6 lines 31-33, and col. 12 
lines 38-45). 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. Claims 8, 18, and 33 are rejected under 35 U.S.C. 103(a) as being obvious over Noma et 
al. (Hereafter, Noma) U.S. Patent 6,954,902 in view of Liles et al. (Hereafter, Liles) U.S. Patent 
5,880,731. 
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Re claim 8, Noma discloses a chat server which provide a communication among 
plurality of users by open up a chat room when an initial user requesting intercommunication 
enters a web page and further discloses that the chatting partner capable of selecting by filtering 
which chat partners that the user willing to chat with (Figure 14); however, Noma fails to teach 
control server adds a user requesting intercommunication to an existing chat room which is not 
full. 

Liles teaches control server (e.g. control host) adds a user requesting intercommunication 
to an existing chat room which is not full (col. 13 lines 16-25). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention was made to incorporate Liles's teaching into Noma's method to add the a user to an 
existing chat room which is not full because the limit of system or communication session where 
too many participant would slow down to response time (e.g., delay in the network) and too 
many concurrent conversations will distract a particular participant from his/her interested 
conversation (col. 2 lines 54-56). 

Re claim 18, it is a system claim of claim 8. Thus, claim 18 is also rejected in the same 
rationale as cited in the rejection of rejected claim 8. 

Re claim 33, it is a system claim of claim 8. Thus, claim 33 is also rejected in the same 
rationale as cited in the rejection of rejected claim 8. 

14. Claims 9, and 19 are rejected under 35 U.S.C. 103(a) as being obvious over Noma et al. 
(Hereafter, Noma) U.S. Patent 6,954,902 and Liles et al. (Hereafter, Liles) U.S. Patent 5,880,731 
further in view of Proter U.S. Patent 6,434,599. 
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Re claim 9, Noma and Liles teaches a chat server which provide a communication among 
plurality of users by open up a chat room; however, Noma and Liles do not explicitly teach 
control server closes a chat room when the last user remaining in the chat room exits therefrom. 

Proter, in the same field of establishing a chat session, teaches a chat session manager 
(e.g., chat server) terminate the chat session (e.g., chat room) when the "quit" command is 
received from the last participant (col. 6 lines 33-35, and col. 8 lines 57-62). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention was made to incorporate Proctor's teaching into Noma's and Liles 's teaching for the 
control server to closes a chat room when last user remaining in the chat room exits because by 
closing the chat room the chat session manager can allocates the resources more appropriately 
(col. 8 lines 45-50). 

Re claim 19, it is a machine claim of claim 9. Thus, claim 19 is also rejected in the same 
rationale as cited in the rejection of rejected claim 9. 

15. Claims 10 and 20 are rejected under 35 U.S.C. 103(a) as being obvious over Noma et al. 
(Hereafter, Noma) U.S. Patent 6,954,902, Liles et al. (Hereafter, Liles) U.S. Patent 5,880,731, 
Proter U.S. Patent 6,434,599 and further in view of Okawa et al. (Hereafter, Okawa) U.S. Pub. 
No.: 2001/0013054 Al. 

Re claim 10, Noma, Liles, and Proter teaches a chat server which provide a 
communication among plurality of users by open up a chat room when an initial user requesting 
and control server adds a user requesting intercommunication to an existing chat room which is 
not full, and control server closes a chat room when the last user remaining in the chat room exits 
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therefrom; however, Noma, Liles, and Proter do not explicitly teach the chat server opens a 
private chat room upon the request of a plurality of the users. 

Okawa, in the same field of estabHshing a chat session, teaches chat server opens a 
private chat room upon the request of a plurality of the users (page 12, 1^^ paragraph). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention was made to incorporate Okawa' s teaching into Noma's method to incorporate server 
with capability to provide a private chat room upon users requested, as a result it will limit 
number of chat participants and further the chats will not become confusing to the users (e.g. 
Noma col. 9 lines 54-60). 

Re claim 20, it is a machine claim of claim 10. Thus, claim 20 is also rejected in the 
same rationale as cited in the rejection of rejected claim 10. 

16. Claims 22-25 are rejected under 35 U.S.C. 103(a) as being obvious over Noma et al. 
(Hereafter, Noma) U.S. Patent 6,954,902 in view of Segan et al. (Hereafter, Segan) U.S. Pub. 
No.: 2002/0029252 Al. 

Re claim 22, Noma discloses a chat server providing a computer executable code to 
transmit the avatar icon (e.g., character object) for each chatting partner wherein each avatar is 
representing each client computer (col. 12 lines 30-45 and col. 15 claim 19); however. Noma 
fails to teach the character objects are objects in the Flash program. 

Segan, in the same field of establishing a chat session, teaches a system capable of 
providing for multiple users to interact through their respective character icons in the chat room 
(page 3 paragraph [0023]), and further disclose that all character icon conveyed to a user through 
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a readily accessible multi-media software application such "Flash Player" offered by 
Macromedia (page 7 paragraph [0057]). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention was made to incorporate Segan's teaching into Noma's method to use the Flash 
program to provide the character objects, because it would enable to reduce the communication 
bandwidth due to reducing character objects using Flash (col. 7 paragraph [0057]). 

Re claim 23, Noma further discloses a character objects are avatars (col. 5 lines 55-61). 

Re claim 24, Noma further teaches the step of creating a storage facility in which a 
character may leave a message for another character (Figure 13 col. 8 lines 41-61). 

Re claim 25, Noma further teaches the communications relayed by the control server 
include at least one of: a user's modification of the appearance or position of his character (e.g. 
chat server receive a share data a behavior of an avatar or the like from client computer 2 and 
transmits (e.g., relay) this shared data showing the behaviors of avatars and the like to all the. 
participants in the chat session, col. 5 lines 56-61 and col. 6 lines 31-33); a user's movement of 
his character; and a user's creation of multimedia output through his character. 

17. Claim 29 is rejected under 35 U.S.C. 103(a) as being obvious over Noma et al. 
(Hereafter, Noma) U.S. Patent 6,954,902 and Proter U.S. Patent 6,434,599. 

Re claim 29, Noma teaches a chat server which provide a communication among 
plurality of users by open up a chat room; however. Noma do not explicitly teach control server 
closes a chat room when the last user remaining in the chat room exits therefrom. 
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Proter, in the same field of establishing a chat session, teaches a chat session manager 
(e.g., chat server) terminate the chat session (e.g., chat room) when the "quit" command is 
received from the last participant (coL 6 lines 33-35, and col. 8 lines 57-62). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention was made to incorporate Proctor's teaching into Noma's teaching for the control server 
to closes a chat room when last user remaining in the chat room exits because by closing the chat 
room the chat session manager can allocates the resources more appropriately (col. 8 lines 45- 
50). 



1 8. Claims 36-37 are rejected under 35 U.S.C. 103(a) as being obvious over Noma et al.; 
(Hereafter, Noma) U.S. Patent 6,954,902 in view of Okawa et al. (Hereafter, Okawa) U.S. Pub, 
No.: 2001/0013054 Al. 

Re claim 36, Noma disclose the chat server (e.g., control server) with open up the chat 
room with plurality of participants such as disclose in Figure 13; however. Noma fails to teach 
the chat server opens a private chat room upon the request of a plurality of the users. 

Okawa teaches chat server opens a private chat room upon the request of a plurality of 
the users (page 12, 1^^ paragraph). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention was made to incorporate Okawa's teaching into Noma's method to incorporate server 
with capability to provide a private chat room upon users requested, as a result it will limit 
number of chat participants and further the chats will not become conftjsing (see Noma col. 9 
lines 54-60). 
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Re claim 37, it is also a machine claim of claim 36. Thus, claim 37 is also rejected in the 
same rationale as cited in the rejection of rejected claim 36. 

Conclusion 

1 9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Takakura et al. U.S. Patent 6,98 1 ,02 1 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phuoc H. Nguyen whose telephone number is 571-272-3919. 
The examiner can be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley can be reached on 571-272-3923. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300, 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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